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McQonnsll Bochnan Hulbert & Bor^hoff 

Lii^0,^J Law Offices 
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To Examiner F. Lu Date April 25, 2004 

Company United States Patent and Trademark 

Office, Group Art Unit 1634 Froin Kevin E. Noonan 

Fm 1-703-3O5-3OU Olrect 312-913-2145 

Phone Entail Noonan@mbhb.eom 
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Re 



Patent Application Serial No. 09/966,515 
Attorney Docket No. 00-1312-C 



MESSAGE: Please deliver to Examiner Lu as soon as possible. 



Certificate of Facsimile Transmission: The undersigned attorney hereby certifies by his 
I below that the Statement Pursuant to 37 CF.R. Sec, 1.97{3K2) was sent by 
fao^miUs to the above-identifigd^aesimile number on Monday the 26'^ day of April 2004. 




Kevin E. |V|oonan 
35,303 



300 South WackerOriw 31?913 0001 phone Please notify receptionist if all This tcansmittal is strictly for 

Chicago, Illinois 60606-6709 3129130002 fax pages are not received deliveiy anly to ths person listed 

www.ml>hl>.com If vog received this fan in error, ahave. It may contain confidential 

please notify us immediately by or pr'n/tleesd informatloR, the 

phone (collect) to arrange for disclosure of which is protiibited^cv 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 00-1312-C) 



PATENT 



In application of: 
Kopreski 
Serial No. 09/966,515 
Filed: September 28, 2001 



) 



For: Method Enabling the Use of Extracellular) 
(RNA Extracted from Plasma or Serum to 
Detect, Monitor or Evaluate Cancer 



) 
) 
) 
) 
) 
) 



Before tbe Examiner: 
F. Lu 

Group Art Unit: 1634 



TRANSMITT AT. LETTER 



Commissioner of Patents 
P.O. Box 1450 
Arlington, VA 20231 



Sir: 



3. 
4. 



In regard to the above-identified application: 

We are transmitting herewith the attached 

a. Statement pursuant to 37 C.F.R. Sec. 1 .97(3)(2) 

With respect to jwiditional fees: 
a. No additional fee is required. 

Please charge any deficiency or credit any overpayment to Deposit Account No. 1 . 3-2490 . 

CERTIFICATE UNDER 37 C.F.R. 1. 10: The undersigned hereby certifies that this 
Transmittal Letter and this paper, as described in paragraph 1 herein above, are being sent 
by facsimile transmission to telephone num^703-746-5l00 as set forth non the 
accompanying Facsimile Transmittal ShMtf addressed to: Examiner F. Lu, c/o 
Commissioner for Patents, Washington, D.(2: 20231|on thi&332? dav of Aoril 2004 



Kevin E. Noonan, Ph.D. 
Reg No. 35.303 



McDonnell BocAnen Hulbcrt &. BerghofT 
30O S. Wicktr Drlv» 
Chicago. ILeOMfi 
(3i:) 913.0001 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(Case No. 00-1 312-C) 



In application of: 

Kopreski 

Serial No. 09/966,515 

Filed: September 2B, 2001 

For: Method Enabling the Use of Extracellular 
RNA Extracted from Plasma or Sernm to 
Detect, Monitor or Evaluate Cancer 



PATENT 



Before the Ei^aminer: 
F. Lu 

Group Art Unit: 1634 



RTv^ T E M^^'T^ PURSTTANT TO 37 r f ^1.97feV2^ 

Commissioner of Patents 
P.O. Box 1450 
Arlington. VA 20231 



Dear Sir: 

Pursuant to the provisions of 37 C.F.R. § 1.97(e)(2), Applicants hereby state: 
"That no item of information was contained in the information disclosure 
statement was cited in a communication from a foreign patent office in a 
counterpart foreign application, and. to the knowledge of the person signing the 
certification after making reasonable inquiry, no item of information contained in 
the information disclosure statement was known to any person designated in Sec. 
i. 56(c) more than three months prior to the date that this paper and the 
accompanying Information Disclosure Statement were originally submitted on 
July 22. 2003." 

The U.S. Patent and Trademark Office, having once charged Deposit Account 13-2490 
for the full amount of the fee required under 37 C.F.R. §1.17(p). Applicants respectfully contend 
no additional fee is due and owing. However, by the signature of the undersigned the Office is 
once again authorized to charge the Deposit Account. Applicant is entitled to Small Entity 
Status. 



McDonnell Boehnen Hulbert & BtrgtMlT 

MM) C. Waiiber Drive 
ChlcRgo, It 60606 
(3)2)913-0001 



PAGE 3112 * RCVD AT 412612004 5:1 1:03 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-2/4 * DNIS:74$8DO0 ' CSID:3129130002 * DURATION (nim-ss):03-34 



APR-26-Q4 16:10 From: MCDONNELL BOEHNEN HULBERT & BERGHOFF 31Z91300D2 



W46 P. 04/06 Job- 



Should the Examiner believe a discussion of this matter would be helpful he is invited to 
telephone the undersigned at (312) 913-0001. 



RespectfuU$^bmitted, 
McDomfell BoehDeo Hulbert &>Berghoff 



Date: April 22. 2004 



Kevin E. Noonan 
Reg. No. 35,303 



McDonn«ll Boehqen Hulb^rt A B^rgliorf 
3Q0 y^atktt Drive 
ChlcRgo>It 60606 
(3l2)9t3-0001 
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Subetttute for fonti 1440A/PTO 

INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

{use as many sheets as necessary^ 


Complete If Known 


Appllfifitleaite: . 


09/966,519 


Flllna Pat?: . 


. .a/28/02 


_PlritN»mpflJiaantor 


KPDEI«ki 


GrouD Art Unit 


1655 


Examiner Name 






Attomev Docket No. 


Q0-1312-C 



U S. PATENT DOCUMENTS 


Examiner 


Ctts 

1 


U,S. Patent Dociiment 


fM$nne of PatftntBfi or Applicant of 
Citad Document 


Date Of Publication of 
Clt»d Document 
MM-DD-YYYY 


Pagea, Cdumn^, Unes 
Where Relevant 
Passages or Rgure$ Appear 


Kind Codi^ 
Number ^tfknown^ 

























































































































































































OTHER DOCUMENTS - NON PATENT LITERATURE DOCUMENTS 




Examiner 
in«l«i^* 


Ctta 
No. 
1 


Indude nanf\e of author (In CAPITAL LETTERS), title of the articte (when appropriate)* title of the 
\mm (h(3Qk. maoazlne, journal serial, aymposlum. catalofl. etc,), c^te. P9fle<a), volume4ssua numbfir(a), 
pubUsher^ dty andi/or country where published 


T^ 






FLEISCHHACKER et aL, "Detection of Amplifiabie Messenger rna in the Samm of Patients with 
Lung Cancer,' Annals New York Academy of Sciences, 197:179-88 (October 2001). 





















'EXAMINER; Inmal If mfemnca con&ldflreci, wft»m«f or not citation ]s In contemwiM with MPEP eofl. Draw Una thrcuQh cittWlon K not In confomtenco and mi coneWared- 
tnctuda copy of th^ft fomi wHh next communication to applicant 

' Unique dtation designation numbar. * Seo attachod Kinds of U,S. p^teni Docyrnante. ^ Enler OWob that rssinid tha documant by the two-leB«f code (WlPO Standard ST3). 
^ For Japanflfio patent documsnts, tha Indtcatlon of tha year of lha reign of the Emperor must preceda th* aariai number of the patent documant Kind of document by the 
approprtafa symbols Indicated on tha documant und«r WlPO Standard ST.ia if pos^lNe. * AppNcant le to place a cnnck marK hare tf EngHan tran^Qikin Is attachad. 

Burden Hour Statement: This fomi is e«tlniat«d tn t^Ke 2.Q hours to complete. Time will vary depending upon ina ftaeda or tna inQMOuai case. Any commapts on the simount 
of tima you ara re^uir^ ta compete thia form ahouki be sent to tha Cuiar intermation omctir, tj.a Rai^nt and Trademark Ofnce> Washington PC 20231. DO NOT SEND FEES 
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UNITED STATES DEPARTMEl JF COMMERCE 
U.S. Patent and Trademark Office 

COMMISSIONER FOR PATBfTS 
P.O. Box 1460 

Aloeandiia, Vfgirla 22313-1450 



APPUCATIONNOJ 
CONTROL NO. 



FILING DATE 



FIRST NAMBSmVENTOH/ 
PATgWriN REEXAMINATION 



ATTORNEY DOCKET NO, 



EXAMINER 



ART UNIT 



PAPER 



□ 



DATEIMAXLBD: 



Please find below and/or attached an Office communication concerning thia application or 
proceeding. 



CommlssionetTor Patents 



Accordmc to 37 C F R X97 (e), "each item of infonnatiaioantained in the iiifotmatioii discUjsnre steteinent was fint rated in any 
commimicationftomafordgBpaleitf office iaa«j«oteapartfl^ 

statement, or (2) that no item of infbnmtim contained m the iofcrauitioatUsd^ coiranimteaitoiftoma 
foreign patent office in a comrterpart foreign application, and, to the knowledge of tbe person signing ^^^^^^f^^''^^^^!^^^^^. 
rSbSiS, nfl item oSnation coSS in the iufcimation disclosure statement was known to any IndtvWnal designated 
in 37 CFR 1.56(c) more thanthree months prior to the filing of the statement". Since a^HicMtt does not show tot^a item of 
information contained in the infonnation disclosure statement was cited w a commumcatwn from a ftreifiB patait oTOce to a 
comitetpait foreign appUcation," that states in 37 C.F.II 197 (c), appUcanfs statemem pursuant to 37 CF.R, 1.97 (e) filed on My 22. 
2003 does not satisty 37 C.P.R. 197(e) and IDS filed on July 22, 2003 wiU not be considered. 

Papers related to this application maybe submitted to Group 1600 by fiicsinme uansmisaoa PapMS should be fewd ia Gro^ 
1600 Via the pro Fax Center located in Crystal Mall I. Tlie fludng of such papers must confoimwto 

OfficirtSzette. 1096 OG 30 (November 15, 1988). 1136 OG 61 (November 16. 1993), and 1157 GO 94 (December 28. l993)(See 
37 CAR 51.6(d)). The CM Fax Center number is either (703) 3084242 or (703)303.3014. T*ur» 

Any inmiiiy concerning this communication at eariier conununicatiDns from the examiner should be directed to Rank J-u. i-n-U, 
whose telephone number is (571)272^0746. The examiner can normally be reached on Monday^tlday firom 9 AM- to 5 P.M. 

If attempts to reach the examiner by tdqihooe are unsuccessful, the examiner's supervifior. Gary Beimon, can be reached on 

^^J^^S of a geperil nature or retoting to the status of this application shouldbe directed to the Chemical Matiix receptionist 
whose telephone number is (703) 308-0196. 

Frank Lu 

PSA B4FORMAN,PH^ 

March2, 2004 jPRU^f, i . r>U>''«NiR 
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